REMARKS 

Applicants submit this response as a supplement to the earlier filed response of April 
26, 2004 which replied to the office action mailed on February 18, 2004 in the above- 
identified application. 

In this supplemental response applicants have amended claims 1 and 10 to delete the 
term "perennial" which was added in response to the lack of enablement rejection under 35 
U.S.C. 112, first paragraph. Applicants believe that this limitation is unnecessary and would 
unduly restrict the claims, particularly since applicants have exemplified plants such as 
Nicotiana glauca which are not perennials (see page 1 1 paragraph [0040], and pages 13-15 
[0047] to [0053].) Furthermore, applicants submit that it is well recognized within the plant 
pathology art that N. glauca is a suitable indicator plant for crown gall assays. (See Annual 
Review of Phytopathology , September (1999), vol. 37, pp. 53-80, specifically the section on 
"Genes Associated With Host-Pathogen Interactions".) A copy of this reference is enclosed 
herewith. Applicants note that the operative idea in the experiments described in the present 
application is that galling on N. glauca is representative of galling of plants in general, 
because N. glauca is well known as an indicator plant. 

This belief that crown gall can be controlled in all plant species susceptible to the 
disease is further supported by the additional grapevine experimental data and photographic 
exhibits submitted with the response filed on April 26, 2004. The ability for the method of 
the invention to control crown gall in grapes demonstrates that indeed taxonomically 
divergent species of plants have been found that are responsive to the crown gall controlling 
a-proteobacteria. The results also demonstrate the efficacy of using the methods and 
compositions of the invention to control crown gall beyond simply Nicotiana glauca. 
Therefore, biocontrol of galling by a TFX-producing strain is indicative of biocontrol on a 
plant species susceptible to crown gall disease. 

Applicants also submit that Claims 1,10 and 19 have been amended herein to replace 
the term "forming" with the term "controlling" which was inadvertently included in the 
response filed on April 26, 2004. 

Furthermore, Applicants submit that Claims 4, 13 and 22 have been currently 
amended to include the term "pT2TFXK" outside of any parentheticals simply for 
clarification purposes. It is noted that the Agrobacterium vitis F2/5 bearing the pT2TFXK 
plasmid was deposited with the ATCC as Patent Deposit Designation PTA-2356 (see 
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International ATCC form submitted to the USPTO along with Applicants earlier response on 
April 26, 2004 ). No new matter has been added with the introduction of the claim 
amendments provided herein. 

Additionally and alternatively to the fact that crown gall can be controlled in all plant 
species susceptible to the disease, applicants respectfully direct the Examiner's attention to In 
re Goodman, 11 F.3d 1046, 1052, 29 USPQ2d 2010 (Fed. Cir. 1993). The Federal Circuit in 
In re Goodman addressed several different patent related issues, in doing so it also 
acknowledged a basic scientific fact determinative of the level of enablement required to 
support the claims. The Court in its background discussion referred to the USPTO Board of 
Appeals conclusions and acknowledged that it is a well known in the art that bacterium 
Agrobacterium tumefaciens can infect dicotyledonous plants by attaching to the plant cell 
wall and introducing a particular piece of its Ti plasmid DNA into the plant cell. The Court 
also noted that the Ti plasmid is a T umor i nducing plasmid found in the bacterium 
Agrobacterium tumefaciens that is responsible for crown gall disease in plants (producing 
tumors). The Court reiterated that Board's conclusions and stated that the Agrobacterium- 
mediated transformation method of plant transformation works with all dicotyledonous plant 
cells. 

As such, Applicants submit that by limiting the plants of the invention to "plant 
species susceptible to crown gall disease" applicants have inherently limited the plants to 
dicots because as recited in In re Goodman, Agrobacterium, an a-proteobacteria, only affect 
dicotyledonous plant cells. Since dicotyledonous plants would inherently be included in 
plants susceptible to crown gall disease, it logically follows that the disease in dicots can be 
controlled by genetically engineering a-proteobacteria to produce trifolitoxin. In other words 
only plants that are susceptible to crown gall disease can be cured by the methods of the 
invention (i.e., a-proteobacteria producing trifolitoxin). 

Lastly, applicants respectfully acknowledge that Claims 2-4, 8, 1 1-13, 17, and 20-22 
are deemed free from prior art. However, applicants would like to clarify that the reason for 
such a determination should not be because the prior art does not teach Agrobacterium or 
Agrobacterium vitis F2/5 as bacterial host for trifolitoxin production, but rather because the 
prior art does not teach crown gall biocontrol with a TFX-producing strain. 
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Therefore, applicants respectfully request that in view of the claim amendments and 
the accompanying remarks presented herein, the above- identified rejection should be 
reconsidered and withdrawn. Also, applicants would appreciate receiving a timely Notice of 
Allowance in this case. 

No fee is believed to be due in connection with this Supplemental Response. 
However, if any fee is due in this or any subsequent response, please charge the fee to the 
same Deposit Account No. 17-0055. 



Respectfully Submitted. 




Sara D. VtfiSRSv*^ 
Reg. No.: 48,524 



TEL 608/251-5000 
FAX 608/251-9166 



Attorney for Applicants 
QUARLES & BRADY LLP 
P.O. Box 21 13 
Madison, WI 53701 
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